
JUDGMENT OF THE GENERAL COURT (Sixth Chamber) 

10 November 2021 (*) 

(European Union trade mark – Opposition proceedings – International registration designating 

the European Union – Figurative mark ACM 1899 AC MILAN – Earlier national word marks 

Milan – Relative ground for refusal – Likelihood of confusion – Article 8(1)(b) of Regulation 

(EC) No 207/2009 (now Article 8(1)(b) of Regulation (EU) 2017/1001) – Proof of genuine 

use of the earlier mark – Article 42(2) and (3) of Regulation No 207/2009 (now Article 47(2) 

and (3) of Regulation 2017/1001) – No alteration of distinctive character) 

In the Case T-353/20, 

Associazione Calcio Milan SpA (AC Milan), established in Milan (Italy), represented by 

A. Perani and G. Ghisletti, lawyers, 

applicant, 

v 

European Union Intellectual Property Office (EUIPO), represented by A. Söder, V. Ruzek 

and D. Hanf, acting as Agents, 

defendant, 

the other party to the proceedings before the Board of Appeal of EUIPO being 

InterES Handels- und Dienstleistungs Gesellschaft mbH & Co. KG, established in 

Nuremberg (Germany), 

ACTION brought against the decision of the Second Board of Appeal of EUIPO of 14 February 

2020 (Case R 161/2019-2), relating to opposition proceedings between InterES Handels- und 

Dienstleistungs Gesellschaft and AC Milan, 

THE GENERAL COURT (Sixth Chamber), 

composed of A. Marcoulli, President, J. Schwarcz and C. Iliopoulos (Rapporteur), Judges, 

Registrar: E. Coulon, 

having regard to the application lodged at the Court Registry on 3 June 2020, 

having regard to the response lodged at the Court Registry on 25 August 2020, 

having regard to EUIPO’s request for a hearing, registered at the Court Registry on 5 October 

2020, 

having regard to the letter of EUIPO, lodged at the Court Registry on 3 June 2021, by which it 

waived its request to be heard at an oral hearing, and the applicant’s observations on that letter, 

lodged at the Court Registry on 7 June 2021, in which it stated that it was not necessary for it 

https://curia.europa.eu/juris/document/document.jsf?text=&docid=249031&pageIndex=0&doclang=EN&mode=req&dir=&occ=first&part=1&cid=39614830#Footnote*


to be heard at an oral hearing, and having decided to rule on the action without an oral part of 

the procedure, pursuant to Article 106(3) of the Rules of Procedure of the General Court, 

having regard to the travel reimbursement request lodged by the applicant at the Court Registry 

on 29 June 2021 and the observations of EUIPO lodged at the Court Registry on 22 July 2021, 

gives the following 

Judgment 

 Background to the dispute 

1        On 2 February 2017, the applicant, Associazione Calcio Milan SpA (AC Milan), submitted an 

application for international registration designating the European Union to the European Union 

Intellectual Property Office (EUIPO) under Council Regulation (EC) No 207/2009 of 

26 February 2009 on the European Union trade mark (OJ 2009 L 78, p. 1), as amended 

(replaced by Regulation (EU) 2017/1001 of the European Parliament and of the Council of 

14 June 2017 on the European Union trade mark (OJ 2017 L 154, p. 1)). 

2        Registration as a mark was sought for the following figurative sign: 

 

3        The goods in respect of which registration was sought are in, inter alia, Class 16 of the Nice 

Agreement Concerning the International Classification of Goods and Services for the Purposes 

of the Registration of Marks of 15 June 1957, as revised and amended, and, following the 

limitation made in the proceedings before EUIPO, correspond to the following description: 

‘Paper; cardboard; book covers; glue for stationery or household use; stationery; copying paper 

[stationery]; writing paper; [stationery]; marker pens; staples for offices; drawing materials; 

writing materials; school supplies [stationery]; rubber erasers; ink; correcting fluids; stencils 

[stationery]; pencils; charcoal pencils; slate pencils; pencil leads; pens [office requisites]; steel 

pens; pencil holders; pencil lead holders; penholders; balls for ball-point pens; writing 

instruments; drawing instruments; notebooks; seal ink pads; pencil sharpeners; drawing pens’. 

4        In the application for registration, the applicant claimed the following colours: red, black and 

white. 

5        The application for registration was published in the European Union Trade Marks 

Bulletin No 2017/023 on 3 February 2017. 



6        On 6 April 2017, the other party to the proceedings before the Board of Appeal of EUIPO, 

InterES Handels- und Dienstleistungs Gesellschaft mbH & Co. KG, filed a notice of opposition 

under Article 41 of Regulation No 207/2009 (now Article 46 of Regulation 2017/1001) to the 

registration of the mark in respect of the goods referred to in paragraph 3 above. 

7        The opposition was based inter alia on the German word mark Milan, filed on 1 April 1984 

and registered on 23 May 1988 under number 1122392, designating inter alia goods in Class 

16 corresponding to the following description : ‘Paper, paperboards, cardboards, any of the 

aforesaid items, in particular for writing and packing purposes; stationery, office equipment 

(except furniture), teaching aids (except apparatus)’. 

8        The ground invoked in support of the opposition was that referred to in Article 8(1)(b) of 

Regulation No 207/2009 (now Article 8(1)(b) of Regulation 2017/1001). 

9        At the request of the applicant, the other party to the proceedings before the Board of Appeal 

was invited by EUIPO to provide evidence of genuine use of the earlier marks relied on in 

support of its opposition, in accordance with Article 47(2) and (3) of Regulation 2017/1001. 

The latter complied with that request within the time limit set by EUIPO for that purpose. 

10      By decision of 30 November 2018, the Opposition Division upheld the opposition in its 

entirety. 

11      On 22 January 2019, the applicant filed a notice of appeal with EUIPO, pursuant to Articles 66 

to 71 of Regulation 2017/1001, against the decision of the Opposition Division. 

12      By decision of 14 February 2020 (‘the contested decision’), the Second Board of Appeal of 

EUIPO dismissed the appeal. In the first place, like the Opposition Division, it considered that, 

for reasons of procedural economy, the opposition should be examined in relation to the earlier 

German trade mark No 1122392 (‘the earlier mark’). In the second place, having determined 

that the period during which genuine use of that mark had to be shown was from 24 December 

2010 to 23 December 2015 (‘the relevant period’), it held that such use had been shown in 

respect of the goods designated by the earlier mark in Class 16 other than ‘teaching aids (except 

apparatus)’, but not in respect of the goods in the other classes for which that mark had been 

registered. In the third place, the Board of Appeal found, first, that the relevant public consisted 

of the general public in Germany with a low to medium level of attention. It then agreed with 

the Opposition Division’s assessment that the goods at issue were partly identical and partly 

similar to a high degree. As regards, moreover, the comparison of the conflicting signs, the 

Board of Appeal considered, first, that they were visually similar to an average degree, owing 

to the presence of the element ‘milan’, secondly, that they were very similar phonetically and, 

thirdly, that, conceptually, first, they were moderately similar for the part of the relevant public 

that would attribute meaning to the common word ‘milan’ and, secondly, that their comparison 

was irrelevant for the part of that public that would perceive the term ‘milan’ as fanciful. 

Finally, it found that the inherent distinctiveness of the earlier mark was normal. 

13      The Board of Appeal concluded from all those considerations that there was a likelihood of 

confusion. 

 Forms of order sought 

14      The applicant claims that the Court should: 



–        annul the contested decision; 

–        order EUIPO to pay the costs. 

15      EUIPO contends that the Court should : 

–        dismiss the action; 

–        order the applicant to pay the costs. 

 Law 

16      In support of its action, the applicant relies on two pleas in law, the first alleging infringement 

of Article 10(3) of Commission Delegated Regulation (EU) 2018/625 of 5 March 2018 

supplementing Regulation 2017/1001 and repealing Delegated Regulation (EU) 2017/1430 (OJ 

2018 L 104, p. 1) and Article 18(1)(a) of Regulation 2017/1001, and, the second, alleging 

infringement of Article 8(1)(b) of Regulation 2017/1001. 

17      First of all, it should be noted that, in view of the priority date of the international registration 

at issue, namely 24 December 2015, which, in accordance with Article 29(1) and Article 31 of 

Regulation No 207/2009 (now Article 34(1) and Article 36 of Regulation 2017/1001), must be 

regarded as the date on which the application for registration at issue was filed, which is decisive 

for the purposes of identifying the applicable substantive law, the facts of the case are governed 

by the substantive provisions of Regulation No 207/2009 (see, to that effect, judgments of 

8 May 2014, Bimbo v OHIM, C-591/12 P, EU:C:2014:305, paragraph 12, and of 18 June 

2020, Primart v EUIPO, C-702/18 P, EU:C:2020:489, paragraph 2 and the case-law cited). 

Furthermore, it should be noted, as did EUIPO, that Article 10 of Delegated Regulation 

2018/625 applies in the present case, in accordance with Article 82(2)(d) of that regulation, 

having regard to the fact that the request for proof of use of the earlier mark was filed on 

6 December 2017. 

18      Consequently, in the present case, as regards the substantive rules, the references made by the 

Board of Appeal in the contested decision and by the applicant in the arguments put forward to 

Article 8(1)(b), Article 18(1)(a) and Article 47(2) of Regulation 2017/1001, should be 

understood as referring to Article 8(1)(b), Article 15(1)(a) and Article 42(2) of Regulation 

No 207/2009, as amended. 

 The first plea in law, alleging infringement of Article 10(3) of Delegated 

Regulation 2018/625 and Article 15(1)(a) of Regulation No 207/2009 

19      The first plea in law is divided into two parts, the first relating to the absence of genuine use 

of the earlier mark and the second to the existence of use which altered the distinctive character 

of that mark as registered. 

 The first part of the first plea in law, relating to the absence of genuine use of the earlier mark 

20      The applicant submits that the Board of Appeal wrongly considered that the other party to the 

proceedings before the Board of Appeal had fulfilled its obligation to show genuine use of the 

earlier mark in relation to the goods in Class 16. First, it contests the Board of Appeal’s 

assessment in paragraph 27 of the contested decision that the place of use of the earlier mark 

has been sufficiently demonstrated. Secondly, it complains, in substance, that the Board of 



Appeal held that the evidence submitted by the other party to the proceedings before the Board 

of Appeal constituted a body of sufficiently concrete and precise evidence to establish genuine 

use of the earlier mark, although that board itself had found that, first, some of the documents 

were not from the relevant period (paragraph 30 of the contested decision), secondly, the 

catalogues did not indicate the prices or the quantity of goods actually sold (paragraph 35 of 

the contested decision) and, thirdly, on the one hand, the goods concerned were not mentioned 

on the invoices and, on the other hand, the origin of the tables of turnover and sales figures had 

not been established (paragraph 42 of the contested decision). 

21      EUIPO opposes those arguments. It submits that the applicant challenges solely the Board of 

Appeal’s assessment of the place of use of the earlier mark. 

22      First of all, it should be noted that, under Article 10(3) and (4) of Delegated Regulation 

2018/625, proof of use of an earlier mark must relate to the place, time, extent and nature of the 

use made of it and is limited, in principle, to the production of documentary evidence such as 

packages, labels, price lists, catalogues, invoices, photographs, newspaper advertisements, as 

well as the written statements referred to in Article 78(1)(f) of Regulation No 207/2009 (now 

Article 97(1)(f) of Regulation 2017/1001). 

23      In interpreting the concept of genuine use, account must be taken of the fact that the ratio 

legis for the requirement that the earlier mark must have been put to genuine use is not intended 

to assess the commercial success or control the economic strategy of an undertaking or to 

restrict the protection of marks only to their quantitatively significant commercial exploitation 

(judgments of 8 July 2004, T-203/02, Sunrider v OHIM – Espadafor Caba(VITAFRUIT), 

T-203/02, EU:T:2004:225, paragraph 38, and of 2 February 2016, Benelli Q. J. v OHMI – 

Demharter (MOTOBI B PESARO), T-171/13, EU:T:2016:54, paragraph 68). A trade mark is 

put to genuine use when it is used, in accordance with its essential function of guaranteeing the 

identity of origin of the goods or services for which it is registered, in order to create or maintain 

an outlet for those goods or services, to the exclusion of uses of a symbolic nature the sole 

purpose of which is to maintain the rights conferred by the trade mark (see judgment of 8 June 

2017, W. F. Gözze Frottierweberei and Gözze, C-689/15, EU:C:2017:434, paragraph 37 and 

the case-law cited). 

24      In order to examine, in a particular case, the genuineness of the use of an earlier mark, an 

overall assessment must be made, taking into account all the relevant factors of the case. That 

assessment implies a certain interdependence between the factors taken into account. Therefore, 

a low volume of goods marketed under that mark may be offset by a high intensity or 

consistency of use of that mark over time, and vice versa. Furthermore, the turnover achieved 

and the quantity of sales of goods under the earlier mark cannot be assessed in absolute terms, 

but must be assessed in relation to other relevant factors, such as the volume of commercial 

activity, the production or marketing capacities or the degree of diversification of the 

undertaking exploiting the mark and the characteristics of the goods or services on the market 

concerned (see judgment of 8 July 2004, VITAFRUIT, T-203/02, EU:T:2004:225, paragraph 42 

and the case-law cited). 

25      Moreover, genuine use of a trade mark cannot be demonstrated by probabilities or 

presumptions, but must be based on concrete and objective elements which prove actual and 

sufficient use of the trade mark on the relevant market (see judgments of 16 June 

2015, Polytetra v OHIM – EI du Pont de Nemours (POLYTETRAFLON), T-660/11, 

EU:T:2015:387, paragraph 47 and the case-law cited, and of 9 September 



2015, Inditex v OHIM – Ansell (ZARA), T-584/14, not published, EU:T:2015:604, 

paragraph 19 and the case-law cited). 

26      Genuine use of the trade mark presupposes that it is used publicly and externally, and not only 

within the undertaking concerned (see, to that effect, judgment of 11 March 2003, Ansul, 

C-40/01, EU:C:2003:145, paragraph 37). However, external use of a trade mark is not 

necessarily equivalent to use directed towards final consumers. Actual use of the mark relates 

to the market in which the proprietor of the mark carries on business and in which he or she 

hopes to exploit his or her mark. Thus, to consider that the external use of a trade mark, within 

the meaning of the case-law, necessarily consists of use directed towards final consumers would 

be tantamount to excluding trade marks used solely in business-to-business relationships from 

the protection of Regulation No 207/2009. The relevant public to which trade marks are 

intended to be directed does not include only final consumers, but also specialists, industrial 

customers and other professional users (see judgment of 7 July 2016, Fruit of the 

Loom v EUIPO – Takko (FRUIT), T-431/15, not published, EU:T:2016:395, paragraph 49 and 

the case-law cited). 

27      It is in the light of those considerations that the first part of the first plea in law must be 

examined. 

28      It should be noted at the outset, as did the Board of Appeal, that, in view of the priority date of 

the mark applied for, namely 24 December 2015, it follows from Article 42(2) of Regulation 

No 207/2009 that the relevant period is from 24 December 2010 to 23 December 2015, which 

the applicant does not dispute. 

29      In the present case, as is apparent from the file of the proceedings before EUIPO and from 

paragraphs 7 and 36 of the contested decision, the other party to the proceedings before the 

Board of Appeal produced the following evidence before the Opposition Division to prove 

genuine use of the earlier mark: 

–        an undated affidavit from its Managing Director certifying annual turnover figures for 

the period 2010 to 2016; 

–        advertising material in German (numerous copies of catalogues and leaflets) dating from 

2009 to 2014 for goods bearing the earlier mark; 

–        a copy of 43 invoices issued in the period between 2008 and 2014, addressed to various 

customers in Germany; 

–        documents concerning turnover and sales figures, dating from the years 2008 to 2016; 

–        price lists from 2008 to 2014 showing the suppliers of the products of the other party to 

the proceedings before the Board of Appeal. 

30      In the first place, as regards the place of use, the Board of Appeal noted, in paragraph 27 of the 

contested decision, that it was clear from the addresses mentioned on the invoices produced by 

the other party to the proceedings before that board that the place of use of the earlier mark was 

Germany. It stated that the addresses on those invoices corroborated the information contained 

in the advertising material, which was written in German, and in the price lists, which were 

expressed in euro. 



31      According to the applicant, the prospectuses and catalogues produced by the other party to the 

proceedings before the Board of Appeal are devoid of any indication as to their place of 

distribution. The fact that those documents were written in German does not prove that the 

products were distributed in Germany, since German is also an official language in Austria and 

Switzerland. It added that the same was true of the prices indicated in euro. Furthermore, the 

fact that the place of business of the retailers to which the invoices were sent was in Germany 

does not prove that the place of distribution was Germany, since the products could have been 

distributed outside that country. 

32      In that regard, first, it is common ground that the invoices submitted as evidence of use of the 

earlier mark before the Opposition Division were addressed to various retail customers 

established in Germany. Contrary to the applicant’s argument, that genuine use was made of 

the earlier mark in Germany could not be excluded merely because the invoices were addressed 

not to final consumers but to retailers. As is clear from the case-law cited in paragraph 26 above, 

external use of a trade mark does not necessarily amount to use directed at final consumers. 

33      Secondly, that evidence is corroborated, as the Board of Appeal pointed out, by the existence 

of prospectuses and catalogues, written in German, and price lists, indicated in euro. The latter 

suggest distribution throughout Germany, especially since, as EUIPO points out, the legal 

notice in one of the catalogues clearly states the name and address in Germany of the other 

party to the proceedings before the Board of Appeal and specifies that the place of performance 

of the contract is that where its registered office is located, in this case in Germany. 

34      Consequently, the Board of Appeal was right to consider, in paragraph 27 of the contested 

decision, that the evidence related to use of the earlier mark in Germany. 

35      In the second place, with regard to the applicant’s argument concerning evidence not dating 

from the relevant period, it must be noted, as is apparent from the contested decision itself, that 

some of the documents on which the Board of Appeal based its assessment that genuine use of 

the earlier mark had been proven do not fall within the relevant period. At issue are catalogues, 

invoices and sales figures which date from the years 2009 and 2016 or are undated and are 

therefore not capable, on their own, of serving as evidence of genuine use of the earlier mark 

during the relevant period, from 24 December 2010 to 23 December 2015 inclusive. 

36      However, it should be considered that, as the commercial life of a product generally extends 

over a period of time and continuity of use is one of the indications to be taken into account in 

order to establish that the use was objectively intended to create or maintain a market share, 

documents outside the relevant period, far from being irrelevant, must be taken into account 

and assessed together with the other evidence, as they may provide evidence of real and genuine 

commercial exploitation of the mark (see judgment of 16 June 2015, POLYTETRAFLON, 

T-660/11, EU:T:2015:387, paragraph 54 and the case-law cited). 

37      It follows that, in so far as the Board of Appeal did not base its assessment of genuine use of 

the earlier mark solely on the documents referred to in paragraph 35 above, but took those 

elements into consideration together with other elements in order to find that genuine use of 

that mark had been proven, it did not err as regards the evidence taken into account in that 

assessment. 

38      In the third place, with regard to the applicant’s argument that certain evidence, which is not 

concrete or objective, should not have been taken into consideration by the Board of Appeal 

and could not establish genuine use of the earlier mark, it should be pointed out, as is clear from 



the case-law cited in paragraph 24 above, that, in order to examine the genuineness of the use 

of an earlier mark, an overall assessment must be carried out, taking into account all the relevant 

elements of the case. 

39      Furthermore, it is settled case-law that it cannot be excluded that a body of evidence is capable 

of establishing the facts to be proven, even though each of those elements, taken in isolation, 

would be incapable of proving the accuracy of those facts (judgment of 17 April 2008, Ferrero 

Deutschland v OHIM, C-108/07 P, not published, EU:C:2008:234, paragraph 36; see, also, 

judgment of 16 June 2015, POLYTETRAFLON, T-660/11, EU:T:2015:387, paragraph 94 and 

the case-law cited). 

40      In the present case, the Board of Appeal considered that the evidence taken as a whole 

demonstrated that the other party to the proceedings before it had made serious efforts to gain 

a commercial position in the relevant market. In particular, it relied on advertising material, 

invoices covering the entire relevant period and including the registration of the earlier mark as 

well as on the affidavit of the managing director of that party. 

41      It must be indeed noted, as the applicant rightly pointed out and as the Board of Appeal took 

into account in paragraph 42 of the contested decision, that the catalogues do not provide 

information on prices or on the quantity of goods actually sold and that the product names do 

not appear on the invoices. However, it must be pointed out that a large number of the stationery 

products designated by the earlier mark were offered in those catalogues during the relevant 

period. Furthermore, the affidavit contains sales figures for the goods covered by the earlier 

mark from 2010 to 2016 and annual sales figures for paper and cardboard from 2008 to 2014, 

which are corroborated by the data in the other evidence. In particular, the total sales figures 

contained in the affidavit are corroborated by the documents concerning the sales figures for 

the years 2008 to 2015 (attachments 24, 26, 28, 30, 32, 34, 36 and 38). 

42      Therefore, contrary to what the applicant maintains, the Board of Appeal relied on credible and 

concrete evidence to establish genuine use of the earlier mark. 

43      It follows from all the above that the Board of Appeal did not err in considering, in its overall 

assessment of the evidence adduced by the other party to the proceedings before it, that proof 

of genuine use of the earlier mark had been adduced in the present case. 

44      Therefore, the first part of the first plea in law must be rejected as unfounded. 

 The second part of the first plea in law, relating to the alteration of the distinctive character of 

the earlier mark 

45      In paragraph 47 of the contested decision, the Board of Appeal stated, first, that the earlier 

mark, as registered, appeared on invoices and price lists and, secondly, that part of the evidence 

showed use of the earlier mark, in its registered form, accompanied by an additional figurative 

element, namely the head of a bird of prey, such as an eagle. 

46      In paragraph 54 of the contested decision, the Board of Appeal considered that the earlier mark 

as used on the market and that mark as registered could be regarded as broadly equivalent. 

47      The applicant contests that assessment. It submits, first, that the added figurative element is the 

most distinctive and visually eye-catching element of the earlier mark as used on the market 

because of the position of that element at the beginning of the sign, its size and the fact that it 



partially overhung the first letter of the word element ‘milan’. It adds that the figurative element 

occupied the initial part of the earlier mark, to which the consumer paid more attention, and 

that, therefore, that element produced a different overall impression. Secondly, the applicant 

submits, in essence, that the word ‘milan’ is understood to refer to the Italian city of Milan or 

to an English first name, and not to a specific species of bird, and that, at the very least, the 

word has three possible meanings. Consequently, according to the applicant, since the meaning 

of the word ‘milan’ of the earlier mark refers to the Italian city of Milan, the figurative element 

in the shape of a bird’s head did not reinforce the meaning of that word, but was distinctive in 

relation to the goods concerned. Thirdly, it alleges that there is a contradiction in the Board of 

Appeal’s reasoning in that, on the one hand, in paragraph 49 of the contested decision, it stated 

that the word ‘milan’ was understood by the relevant public as designating a species of bird of 

prey and, on the other hand, in paragraph 76 of the contested decision, it took the view that that 

word could be associated, first of all, with the name of the Italian city of Milan, next, with an 

English first name and, finally, with a species of bird of prey. Fourthly, the applicant complains 

that the Board of Appeal, in essence, found genuine use of the earlier mark during the relevant 

period on the basis of evidence showing the earlier mark in a form which altered its distinctive 

character. 

48      EUIPO disputes the applicant’s arguments. 

49      In that regard, it should be recalled that, under the combined provisions of point (a) of the 

second subparagraph of Article 15(1), and Article 42(2) and (3) of Regulation No 207/2009 

(now point (a) of the second subparagraph of Article 18(1) and Article 47(2) and (3) of 

Regulation 2017/1001), proof of genuine use of an earlier trade mark, whether national or 

European Union, which forms the basis of an opposition to an application for an EU trade mark, 

also includes proof of use of the earlier mark in a form differing in elements which do not alter 

the distinctive character of that mark in the form under which it was registered (see judgment 

of 8 December 2005, Castellblanch v OHIM – Champagne Roederer (CRISTAL 

CASTELLBLANCH), T-29/04, EU:T:2005:438, paragraph 30 and the case-law cited; see also, 

to that effect, judgment of 18 July 2013, Specsavers International Healthcare and Others, 

C-252/12, EU:C:2013:497, paragraph 21). 

50      The purpose of point (a) of the second subparagraph of Article 15(1) of Regulation 

No 207/2009 is to avoid imposing strict conformity between the form in use of the trade mark 

and the form in which the trade mark was registered and to allow the proprietor of the latter to 

make variations to the sign, in the course of its commercial exploitation, which, without altering 

its distinctive character, enable it to be better adapted to the requirements of marketing and 

promotion of the goods or services concerned. In such situations, where the sign used in the 

course of trade differs from the form in which it was registered only in negligible respects, so 

that the two signs may be regarded as equivalent overall, the abovementioned provision 

provides that the obligation to use the registered trade mark may be fulfilled by adducing 

evidence of use of the sign which constitutes its form used in the course of trade (see, to that 

effect, judgment of 23 February 2006, Il Ponte Finanziaria v OHIM – Marine Enterprise 

Projects (BAINBRIDGE), T-194/03, EU:T:2006:65, paragraph 50; see also, to that effect, 

judgment of 20 July 2017, Cafés Pont v EUIPO – Giordano Vini (Art’s Cafè), T-309/16, not 

published, EU:T:2017:535, paragraph 15 and the case-law cited). 

51      A finding that the distinctive character of the mark as registered has been altered requires an 

examination of the distinctive and dominant character of the added elements on the basis of the 

intrinsic qualities of each of those elements and the relative position of the various elements in 

the configuration of the mark (see judgment of 10 June 2010, Atlas Transport v OHIM – 



Hartmann (ATLAS TRANSPORT), T-482/08, not published, EU:T:2010:229, paragraph 31 and 

the case-law cited). 

52      In the present case, in the first place, it must be noted that the earlier mark, in the form in which 

it was registered, is a word mark consisting of the word ‘milan’. As is apparent from 

paragraph 47 of the contested decision and from the file of the proceedings before EUIPO, part 

of the evidence on which the Board of Appeal based its assessment of genuine use of the earlier 

mark, namely the invoices and price lists, shows that mark as registered. 

53      In the second place, it is apparent from the other evidence that the earlier mark as used on the 

market comprised a figurative element representing the head of a bird, similar to a bird of prey, 

to the right of which appeared the word element ‘milan’, written in bold type and in blue colour, 

as reproduced below: 

 

54      It thus appears that the elements which differentiated the form used in the earlier mark from 

that in which that mark was registered were, first, the addition of the figurative element and, 

secondly, the stylisation of the word element ‘milan’. 

55      First, as regards the addition of a figurative element to the registered form of the earlier mark, 

it should be recalled that, where a mark is composed of word and figurative elements, the former 

are, in principle, more distinctive than the latter, because the average consumer more easily 

refers to the product in question by quoting the name than by describing the figurative element 

of the mark (see judgment of 12 March 2014, Borrajo Canelo v OHIM – Tecnoazúcar (PALMA 

MULATA), T-381/12, not published, EU:T:2014:119, paragraph 38 and the case-law cited). 

56      It is also clear from the case-law that the fact that an element is not negligible does not mean 

that it is dominant, just as the fact that an element is not dominant does not imply that it is 

negligible (see judgment of 3 September 2010, Companhia Muller de Bebidas v OHIM – 

Missiato Industria e Comercio (61 A NOSSA ALEGRIA), T-472/08, EU:T:2010:347, 

paragraph 48 and the case-law cited). 

57      In the present case, while it is true that the additional figurative element of the earlier mark as 

used on the market is not negligible in view of its size and position, that element cannot, 

however, contrary to what the applicant claims, be regarded as dominant. The size of the 

figurative element is significantly smaller than that of the word element, ‘milan’, which 

occupies more than half of the sign. The fact that the figurative element of the earlier mark 

slightly overhangs the first letter of its word element cannot distract the relevant public from 

that word element. The word element ‘milan’ remains clearly identifiable because of the use of 

an easily readable font. 

58      The above finding is all the more compelling where the relevant public associates the figurative 

element representing the head of a bird with the word element ‘milan’. As stated in 

paragraph 49 of the contested decision, the word element of the earlier mark may be understood 

by part of that public as designating a species of bird of prey. For that part of the public, the 

figurative element therefore reinforces the word element ‘milan’ by depicting the head of a bird 

of prey. 



59      Furthermore, contrary to what the applicant claims, there is no contradiction between, on the 

one hand, paragraph 49 of the contested decision, in which the Board of Appeal, in assessing 

the use of the earlier mark, took account of the perception of the relevant section of the public 

which understands the word ‘milan’ as referring to a species of bird of prey, and, on the other 

hand, paragraph 76 of that decision, in which it was considered that the word ‘milan’ could be 

associated, first of all, with the name of the Italian city of Milan, next, with an English first 

name and, finally, with a species of bird of prey. The fact that paragraph 49 of the contested 

decision refers to only one of the potential meanings of the word ‘milan’ is explained by the 

fact that that paragraph concerns the perception of that word by only part of the relevant public. 

60      Accordingly, it is without committing an error that, in the contested decision, the Board of 

Appeal considered that, although the figurative element present in the earlier mark as used on 

the market was not negligible, its addition was not capable of altering the distinctive character 

of the word element constituting the earlier mark as registered. 

61      Secondly, as regards the stylisation of the word element ‘milan’, it should be recalled that, 

according to settled case-law, the concrete representation of a word mark is not generally such 

as to alter the distinctive character of that mark as registered (see judgment of 23 September 

2015, L’Oréal v OHIM – Cosmética Cabinas (AINHOA), T-426/13, not published, 

EU:T:2015:669, paragraph 28 and the case-law cited). In the present case, since the earlier 

mark, as registered, is a word mark, it may be used with a different graphic design. Furthermore, 

as is clear from paragraph 57 above, the word element, the only component of that mark, is 

always clearly legible in the form of that mark as used on the market. 

62      Therefore, the Board of Appeal was right to find, in paragraphs 51 and 52 of the contested 

decision, that the slight stylisation of the letters making up the word element and the presence 

of the colour blue did not affect the distinctive character of the earlier mark, as registered, and 

did not alter the overall impression produced by it. 

63      Nor can the applicant’s other arguments show that the form of the earlier mark as used on the 

market alters the distinctive character of the earlier mark as registered. 

64      In the first place, the applicant’s argument that the other party to the proceedings before the 

Board of Appeal was itself aware that the earlier mark, as registered, was not identical to its 

figurative marks cannot succeed, since it did not base its opposition on figurative marks 

No 1093378 and No 303405120. Although it is true that the opposition could have been based 

on the said figurative marks, the fact remains that, in view of the above, genuine use of the 

earlier mark has been demonstrated and that the latter mark could therefore serve as a basis for 

the opposition, even though it was sometimes used in a slightly different form. 

65      In the second place, as regards the applicant’s reference to the decisions of the Board of Appeal 

in Cases R 2262/2018-4, R 440/2019-1 and R 1037/2018-5, in which it was held that the 

additional elements used in the course of trade altered the distinctive character of the marks 

concerned as registered, it is sufficient to recall that the legality of the decisions of the Boards 

of Appeal is assessed solely on the basis of Regulation No 207/2009, as interpreted by the EU 

Courts, and not on the basis of the boards’ previous decision-making practice (see, to that effect, 

judgments of 16 March 2005, L’Oréal v OHIM – Revlon (FLEXI AIR), T-112/03, 

EU:T:2005:102, paragraph 68 and the case-law cited, and of 13 June 2014, Grupo Flexi de 

León v OHIM (FLEXI), T-352/12, not published, EU:T:2014:519, paragraph 32 and the case-

law cited). For the sake of completeness, it should be noted that, although grounds of fact or 

law contained in an earlier decision may constitute arguments in support of a plea alleging 



infringement of a provision of Regulation No 207/2009, it must be pointed out that, in the earlier 

decisions relied on by the applicant, the impact of the added word or figurative elements on the 

distinctive character of the marks concerned is not comparable to that of the figurative element 

added to the earlier mark in the present case. 

66      Having regard to all the foregoing considerations, the Board of Appeal was correct in 

considering that the differences between the earlier mark in its registered form and the sign in 

the form in which it had been used on the market did not alter the distinctive character of that 

mark. 

67      It follows that the second part of the first plea in law must also be rejected as unfounded. 

68      It follows from the foregoing that the first plea in law must be rejected. 

 The second plea in law, alleging infringement of Article 8(1)(b) of Regulation No 207/2009 

69      The applicant claims that the Board of Appeal wrongly found that there was a likelihood of 

confusion within the meaning of Article 8(1)(b) of Regulation No 207/2009. In particular, it 

complains that the Board of Appeal, first, failed to take into account the high reputation of the 

mark applied for, secondly, incorrectly assessed the dominant and distinctive elements of the 

mark, thirdly, erred in its assessment of the comparison of the conflicting signs and, fourthly, 

erred in its overall assessment of the likelihood of confusion. 

70      EUIPO disputes the applicant’s arguments. 

71      Under Article 8(1)(b) of Regulation No 207/2009, upon opposition by the proprietor of an 

earlier trade mark, the trade mark applied for is to be refused registration where, because of its 

identity or similarity to an earlier trade mark and because of the identity or similarity of the 

goods or services which the two trade marks designate, there is a likelihood of confusion on the 

part of the public in the territory in which the earlier trade mark is protected. The likelihood of 

confusion includes the likelihood of association with the earlier mark. Furthermore, according 

to Article 8(2)(a)(ii) of Regulation No 207/2009, earlier trade marks include trade marks 

registered in a Member State with a date of application for registration prior to that of the 

application for registration for an EU trade mark. 

72      According to settled case-law, a likelihood of confusion is the likelihood that the public might 

believe that the goods or services in question come from the same undertaking or, where 

appropriate, from undertakings which are economically linked. According to that case-law, the 

likelihood of confusion must be assessed globally, according to the perception which the 

relevant public has of the signs and the goods or services in question, and taking account of all 

the relevant factors in the case, in particular the interdependence of the similarity of the signs 

and that of the goods or services designated (see judgment of 9 July 2003, Laboratorios 

RTB v OHIM – Giorgio Beverly Hills (GIORGIO BEVERLY HILLS), T-162/01, 

EU:T:2003:199, paragraphs 30 to 33 and the case-law cited). 

73      For the purposes of the application of Article 8(1)(b) of Regulation No 207/2009, a likelihood 

of confusion presupposes both an identity or similarity of the marks at issue and an identity or 

similarity of the goods or services which they designate. Those conditions are cumulative (see 

judgment of 22 January 2009, Commercy v OHIM – easyGroup IP Licensing (easyHotel), 

T-316/07, EU:T:2009:14, paragraph 42 and the case-law cited). 



74      It is in the light of those considerations that it must be assessed whether the Board of Appeal 

was right to find that there was a likelihood of confusion within the meaning of Article 8(1)(b) 

of Regulation No 207/2009 in this case. 

75      The Board of Appeal stated that, since the earlier mark was a German mark, the German public 

had to be taken into account (paragraph 65 of the contested decision). It also considered that 

the goods at issue were intended for the general public, whose level of attention varied from 

low to medium (paragraph 67 of the contested decision). Furthermore, the Board of Appeal 

accepted the Opposition Division’s assessment that the products in question were partly 

identical and partly similar to a high degree (paragraphs 7 and 68 of the contested decision). 

The applicant does not contest those assessments of the Board of Appeal. Moreover, there is 

nothing in the file to call them into question. 

 The comparison of the signs 

76      The overall assessment of the likelihood of confusion must, as regards the visual, phonetic or 

conceptual similarity of the conflicting signs, be based on the overall impression produced by 

them, taking into account, in particular, their distinctive and dominant elements. The perception 

of the marks by the average consumer of the goods or services in question plays a decisive role 

in the overall assessment of that likelihood. In that respect, the average consumer normally 

perceives a trade mark as a whole and does not examine its individual details (see judgment of 

12 June 2007, OHIM v Shaker, C-334/05 P, EU:C:2007:333, paragraph 35 and the case-law 

cited). 

77      First of all, it should be noted that the signs to be compared are those constituting, first, the 

figurative mark applied for, ACM 1899 AC MILAN, and, secondly, the earlier word mark, 

Milan. 

78      The mark applied for consists of a figurative element representing a coat of arms comprising a 

circle within which there are two different flags, one showing alternating black and red stripes 

and the other showing a red cross on a white background. The word elements ‘acm’, written in 

capital letters, and ‘1899’ are located above and below the circle respectively. All of those word 

and figurative elements are surrounded by a black oval, which is itself surrounded by a dark red 

oval. In the lower part of the mark applied for, below that figurative element, is the word 

element ‘ac milan’, written in large, black, stylised capital letters. 

79      The earlier mark consists of the word element ‘milan’. 

–       The distinctive and dominant elements of the sign applied for 

80      In the contested decision, first, the Board of Appeal considered that the word element ‘milan’ 

would be associated, for part of the relevant public, with the Italian city of Milan and, 

consequently, with the place of origin of the goods at issue or the place of the registered office 

of the undertaking supplying those goods. While referring to the judgment of 19 June 

2019, Marriott Worldwide v EUIPO – AC Milan (AC MILAN) (T-28/18, not published, 

EU:T:2019:436, paragraph 38), it considered that, in so far as that word element would be 

perceived as a reference to the Italian city of Milan, it had at most a weak distinctive character. 

The Board of Appeal noted, however, that for another part of the relevant public the word 

‘milan’ would refer to a foreign-sounding male first name or to a specific species of bird of 

prey. In its view, none of those three meanings relates to the goods at issue. Secondly, the Board 

of Appeal found, in essence, that if the word element ‘ac’ were to be perceived by the relevant 



public as the acronym for ‘associazione calcio’ (football association), it would have distinctive 

character having regard, in particular, to the nature of the goods at issue. Thirdly, the Board of 

Appeal considered that the word element ‘ac milan’ was dominant in the mark applied for. 

Fourthly, it considered that, although the figurative element of the mark is not insignificant 

because of its size and position, it will be perceived by a large majority of the public primarily 

as a decorative element, and not as an element indicating the commercial origin of the goods. 

81      According to the applicant, the Board of Appeal erred in its analysis by misapplying the 

principle that, where a mark is composed of word and figurative elements, the former are, in 

principle, more distinctive than the latter. It argues, in essence, that the figurative element 

representing a coat of arms is the most ‘eye-catching’ element and constitutes the dominant 

element of that mark, given its central and upper position, its size in relation to the element ‘ac 

milan’, its colours and its reputation in Germany. In support of its argument, it relies on the 

judgment of 19 June 2019, AC MILAN (T-28/18, not published, EU:T:2019:436, paragraphs 37 

and 38). 

82      EUIPO disputes the applicant’s arguments. 

83      First of all, it should be borne in mind that, in accordance with the case-law referred to in 

paragraph 55 above, where a trade mark is composed of word and figurative elements, the 

former are, in principle, more distinctive than the latter, since the average consumer will more 

easily refer to the goods at issue by citing the name of the trade mark than by describing its 

figurative element. 

84      In the first place, as regards the dominant elements of the sign which constitutes the mark 

applied for, it must be considered, as did the Board of Appeal, that the figurative element will 

not be overlooked by the relevant public, in particular in view of its size and position, and 

therefore that it is not negligible in the overall impression produced by that sign. Although the 

figurative element does not go unnoticed, the attention of the relevant public will not be focused 

on that element. The attention of the relevant public will be drawn to the word element 

consisting of the letters ‘ac’ and the word ‘milan’, because they are reproduced in capital letters 

and in a stylised font, and the element which they form is considerably longer than the figurative 

element. According to the case-law, when the word element of a trade mark is substantially 

longer than the figurative element of that mark, it attracts the attention of the average consumer 

more by virtue of its greater size (see judgment of 8 July 2020, Scorify v EUIPO (SCORIFY), 

T-328/19, not published, EU:T:2020:311, paragraph 60 and the case-law cited). 

85      Furthermore, the reference made by the applicant to the judgment of 19 June 2019, AC 

MILAN (T-28/18, not published, EU:T:2019:436, paragraphs 37 and 38), in which the Court 

held that, because of its size, position and colours, the figurative element of the sign constituting 

the mark applied for in the case which gave rise to that judgment, depicting a round-shaped 

object with red and black stripes, constituted the visually dominant element, is irrelevant to the 

present case. In that judgment, three elements of that sign were different from the elements of 

the mark applied for in the present case. First, the word element ‘ac’ was insignificant or 

illegible for part of the relevant public, due to its very small size and its less prominent position 

in the sign applied for. Secondly, the word element ‘ac milan’ did not significantly exceed the 

figurative element in length. Thirdly, the figurative element was proportionately much larger 

than the figurative element of the mark applied for in the present case. 

86      In the second place, as regards the distinctive character of the elements making up the mark 

applied for, it should first be observed that its figurative element has no connection with the 



goods at issue and cannot be regarded as descriptive of those goods. It follows that, as the Board 

of Appeal found, that figurative element has distinctive character. 

87      Next, as regards the word element ‘ac’, as the Board of Appeal rightly pointed out, it will be 

regarded by the relevant public as a combination of letters without meaning and is therefore 

distinctive. In any event, even if that element were to be perceived by part of the relevant public 

as the acronym for ‘associazione calcio’ (football association), it would have distinctive 

character in view of the nature of the goods at issue. 

88      Finally, as regards the word element ‘milan’, it will be perceived as a reference either to the 

Italian city of Milan or to the male first name Milan, or to a species of bird of prey. As the 

Board of Appeal rightly pointed out, for the part of the relevant public which will perceive that 

element as a reference to the Italian city of Milan and which could therefore associate it with 

the place of origin of the goods at issue or with the place of the registered office of the 

undertaking supplying those goods, it is at most of weak distinctive character. 

89      That being so, the weak distinctiveness of the word element ‘milan’ for part of the relevant 

public does not call into question the fact that it is the essential component of the dominant 

element of the sign constituting the mark applied for. As is apparent from the case-law, the 

weak distinctiveness of an element of a complex mark does not necessarily mean that it cannot 

constitute a dominant element, provided that, by reason, in particular, of its position in the sign 

or its size, it is capable of imposing itself on the perception of the consumer and of being 

retained in the consumer’s memory (see judgment of 12 June 2018, Cotécnica v EUIPO – 

Mignini & Petrini (cotecnica MAXIMA), T-136/17, not published, EU:T:2018:339, 

paragraph 52 and the case-law cited). 

90      In the light of the findings in paragraph 84 above, it must be concluded that, despite the weak 

distinctive character of the element ‘milan’, the element ‘ac milan’ constitutes the dominant 

element of the mark applied for. 

91      It follows from all the foregoing that the Board of Appeal was right to consider, in paragraph 83 

of the contested decision, that the word element ‘ac milan’ was the dominant element of the 

sign applied for. 

–       The visual comparison 

92      The Board of Appeal considered that the conflicting signs had an average degree of visual 

similarity, due to the presence of the common word element ‘milan’. 

93      The applicant contests that assessment of the Board of Appeal. It claims that the conflicting 

signs are not visually similar in view of the presence in the mark applied for of the figurative 

element representing a coat of arms. 

94      In that regard, it should be noted that the fact that the word ‘milan’, first, is the only element 

of the earlier mark and, secondly, is, by virtue of its size, the most important element of the 

word element ‘ac milan’, which dominates the overall impression produced by the mark applied 

for, is a particularly important factor of similarity. Since the conflicting signs are distinguished 

by the presence of the figurative element and the additional word elements ‘ac’, ‘acm’ and 

‘1899’ in the sign constituting the mark applied for, the Board of Appeal rightly held that there 

was an average degree of visual similarity. 



–       The phonetic comparison 

95      The Board of Appeal considered that, because of the common presence of the word ‘milan’, 

the conflicting signs were very similar phonetically. It added that it could not be entirely 

excluded that, for reasons of simple economy of language, but also in view of their secondary 

position and the size of their letters, which are smaller than those used for the element ‘milan’, 

part of the relevant public would omit to pronounce the elements ‘acm’ and ‘1899’ of the sign 

applied for. 

96      The applicant merely alleges that the conflicting signs have a very low degree of phonetic 

similarity. 

97      First of all, it should be recalled that the figurative elements of the sign applied for have no 

bearing on the phonetic comparison between the conflicting signs (see, to that effect, judgment 

of 11 September 2014, Aroa Bodegas v OHIM – Bodegas Muga (aroa), T-536/12, not 

published, EU:T:2014:770, paragraph 45 and the case-law cited). 

98      In the first place, it must be considered, as did the Board of Appeal, that the word elements 

‘acm’ and ‘1899’ are unlikely to be pronounced by the relevant public inasmuch as they occupy 

a secondary place in relation to the word element ‘ac milan’ and are written in small letters. In 

the present case, therefore, the word element ‘milan’ in the earlier mark and the word element 

‘ac milan’ in the mark applied for must be compared. 

99      In the second place, it must be noted that the conflicting signs coincide in the word ‘milan’ and 

differ only in the presence of the additional word element ‘ac’ in the mark applied for. 

100    It must therefore be concluded that the degree of phonetic similarity is high and that, 

consequently, the Board of Appeal did not make an error of assessment in that regard. 

–       The conceptual comparison 

101    The Board of Appeal found that, for the part of the relevant public attributing meaning to the 

word ‘milan’, the conflicting signs had an average degree of conceptual similarity, since they 

were distinguished only by the presence of the figurative element in the mark applied for. By 

contrast, the Board of Appeal considered that that comparison was not relevant for the part of 

the public for whom the word ‘milan’ will be perceived as fanciful. 

102    The applicant contests the Board of Appeal’s assessment that the conflicting signs are 

conceptually similar. According to the applicant, the signs are different in that respect. In 

particular, it submits that, in view of the documents it has produced, there is no doubt that the 

relevant public will associate the mark applied for with the famous Italian football club or, at 

least, with the Italian city of Milan where that club is located, and not with a first name or a 

specific species of bird. 

103    As regards the conceptual comparison, it should be borne in mind that the word element 

‘milan’, which is common to the conflicting signs, may have different meanings. For example, 

that term may be associated, for some of the relevant public, with the Italian city of Milan and, 

for another part of the relevant public, with the male first name Milan. Moreover, it cannot be 

ruled out that, at least for part of the relevant public with specific knowledge, the word ‘milan’ 

refers to a species of bird of prey, since, as the Board of Appeal rightly found, that word is also 

used in the German language. 



104    In the present case, since the word element ‘milan’ is present in both the mark applied for and 

the earlier mark, the conflicting signs must be regarded as similar conceptually to an average 

degree for the part of the relevant public for whom that word has a meaning. 

105    In any event, even assuming that, as the applicant claims, part of the relevant public perceives 

the word element ‘ac milan’ in the mark applied for as a reference to that football club in the 

city of Milan, the conflicting signs both refer to the Italian city of Milan. The conclusion drawn 

in paragraph 104 above would therefore also apply. 

106    In view of the foregoing, it is necessary to uphold the Board of Appeal’s finding concerning, 

first, the average degree of conceptual similarity between the conflicting signs for the part of 

the relevant public attributing meaning to the word ‘milan’ and, secondly, the irrelevance of the 

conceptual comparison for the part of the relevant public for whom the word ‘milan’ was devoid 

of meaning. 

 The likelihood of confusion 

107    The overall assessment of the likelihood of confusion involves a certain interdependence of 

the factors taken into account and, in particular, of the similarity of the marks and the similarity 

of the goods or services designated. Thus, a low degree of similarity between the goods or 

services designated may be offset by a high degree of similarity between the marks, and vice 

versa (judgments of 29 September 1998, Canon, C-39/97, EU:C:1998:442, paragraph 17, and 

of 14 December 2006, Mast-Jägermeister v OHIM – Licorera Zacapaneca (VENADO with 

frame and others), T-81/03, T-82/03 and T-103/03, EU:T:2006:397, paragraph 74). 

108    In the present case, the Board of Appeal noted, first, that the earlier mark had normal inherent 

distinctiveness, which is not disputed by the applicant. Secondly, it noted that the goods at issue 

were identical or similar to a high degree and that the conflicting signs were, as a whole, similar. 

It added that the visual differences between the conflicting signs, due mainly to the figurative 

element of the mark applied for, were not sufficient to neutralise the similarities that existed at 

phonetic level and, at least for part of the relevant public, at conceptual level. Finally, it stated 

that the identity or high degree of similarity of the goods at issue was such as to compensate for 

the perceptible differences between the conflicting signs. On the basis of those elements, the 

Board of Appeal considered that there was a likelihood of confusion. For the sake of 

completeness, it stated that such a likelihood would exist even if the distinctive character of the 

earlier mark were weak. 

109    The applicant considers, on the contrary, that there is no likelihood of confusion on the part of 

the relevant public. In particular, it claims, relying on the judgment of 8 February 

2019, Serendipity and Others v EUIPO – CKL Holdings (CHIARA FERRAGNI) (T-647/17, not 

published, EU:T:2019:73, paragraph 85), that the Board of Appeal disregarded the fact that, in 

the present case, the visual aspect is of particular importance in the overall assessment of the 

likelihood of confusion, since the choice of an item of stationery would, generally, be made in 

a visual manner. Moreover, the applicant complains that the Board of Appeal failed to take into 

account, in the context of the assessment of the likelihood of confusion, the high reputation of 

the sign constituting the mark applied for and of the football club AC Milan. 

110    In the first place, with regard to the applicant’s argument that the Board of Appeal did not 

attach sufficient importance to the visual aspect of the conflicting signs, first, it should be noted 

that, in the context of the overall assessment of the likelihood of confusion, the visual, phonetic 

and conceptual aspects of the conflicting signs do not always have the same weight and that it 



is therefore important to analyse the objective conditions in which the marks may appear on the 

market. The importance of the elements of similarity or difference between the conflicting signs 

may depend, inter alia, on the intrinsic characteristics of the signs or the marketing conditions 

of the goods or services they designate. If the goods designated by the marks at issue are 

normally sold in self-service shops where the consumer chooses the product himself or herself 

and must therefore rely primarily on the image of the mark applied to that product, which is the 

case with the goods at issue, in Class 16, a visual similarity of the signs will, as a general rule, 

be of greater significance (judgment of 6 October 2004, New Look v OHIM – Naulover 

(NLSPORT, NLJEANS, NLACTIVE and NLCollection), T-117/03 to T-119/03 and T-171/03, 

EU:T:2004:293, paragraph 49). 

111    However, the marketing conditions of the goods at issue and, consequently, the importance of 

a visual similarity between the conflicting signs linked to the nature of those goods is only one 

of the elements to be taken into account in the overall assessment of the likelihood of confusion 

on the part of the relevant public. In the present case, even if the Board of Appeal should have 

considered that, having regard to the marketing conditions of the goods at issue, particular 

importance should be attached to the visual similarity of the conflicting signs, it should be borne 

in mind that, as was found in paragraph 94 above, the similarity in that respect is average and 

that that similarity is reinforced by the similarities found between the marks at issue on the 

other two aspects of comparison, so that the similarities of those marks are, taken as a whole, 

of a sufficient degree to conclude that there is a likelihood of confusion. 

112    Secondly, the reasoning in the judgment of 8 February 2019, CHIARA FERRAGNI (T-647/17, 

not published, EU:T:2019:73), relied on by the applicant, is not transposable to the present case 

since, in the case which gave rise to that judgment, the conflicting signs were only weakly 

similar from a visual point of view and similar only to an average extent in phonetic terms. It 

should also be noted that, unlike the present case, that case concerned the existence of a 

likelihood of confusion in respect of two marks relating to goods in the clothing sector. The 

applicant does not give any reasons why that case-law should be applied to stationery products 

in Class 16. 

113    In the second place, with regard to the applicant’s argument based on the reputation of the 

mark applied for in Germany, it should be noted, as EUIPO rightly pointed out, that only the 

reputation of the earlier mark, and not that of the mark applied for, must be taken into account 

in order to assess whether the similarity of the goods designated by the two marks is sufficient 

to give rise to a likelihood of confusion (see, to that effect, judgment of 3 September 

2009, Aceites del Sur-Coosur v Koipe, C-498/07 P, EU:C:2009:503, paragraph 84 and the 

case-law cited). That case-law is in line with the objective of Article 8(1)(b) of Regulation 

No 207/2009, which is to provide adequate protection for the proprietors of earlier rights against 

subsequent applications for identical or similar European Union trade marks (judgment of 

29 January 2019, The GB Foods v EUIPO – Yatecomeré (YATEKOMO), T-336/17, not 

published, EU:T:2019:840, paragraph 49). 

114    Therefore, the applicant’s argument based on the alleged reputation of the mark applied for is 

entirely irrelevant. 

115    Consequently, the Board of Appeal did not err in considering, in the context of an overall 

assessment, that there was a likelihood of confusion on the part of the relevant public. 

116    In view of all the foregoing, the second plea in law must be rejected as unfounded and, 

consequently, the action must be dismissed as a whole. 



 Costs 

117    Under Article 134(1) of the Rules of Procedure of the General Court, the unsuccessful party is 

to be ordered to pay the costs if they have been applied for in the successful party’s pleadings. 

Moreover, under Article 135(2) of those rules, the Court may order a party, even if successful, 

to pay some or all of the costs, if that appears justified by the conduct of that party, including 

before the proceedings were brought, especially if that party has made the opposite party incur 

costs which the Court holds to be unreasonable or vexatious. 

118    In the present case, since the applicant has been unsuccessful, it must be ordered to pay the 

costs, in accordance with the form of order sought by EUIPO. Nevertheless, the Court considers 

that, by its conduct, EUIPO caused the applicant to incur travel expenses which could have 

been avoided. As is apparent from the applicant’s request that EUIPO be ordered to pay travel 

expenses even if its action is dismissed, the applicant had incurred costs for the travel of its 

lawyers to the oral hearing initially scheduled for 11 June 2021 and cancelled following the 

withdrawal of the request for a hearing by EUIPO on 3 June 2021. 

119    In those circumstances, even though the applicant has been unsuccessful, the Court considers 

that proper account of the circumstances of the present case will be taken by deciding that 

EUIPO should bear the travel expenses incurred by the applicant. 

On those grounds, 

THE COURT (Sixth Chamber) 

hereby: 

1.      Dismisses the action; 

2.      Orders Associazione Calcio Milan SpA (AC Milan) to pay the costs, with the 

exception of the travel expenses incurred by the latter; 

3.      Orders the European Union Intellectual Property Office (EUIPO) to bear the travel 

expenses incurred by AC Milan. 

 


